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DETAILED ACTION 

1 . This action is responsive to communications: Amendment filed on 06/28/2005. 

2. Claims 1-6, 8-22, 24, 25, and 27 are pending in the case. Claims 1, 12, 16, 17, 
18, 21, 24, and 27 are independent claims. Claims 7, 23, and 26 have been cancelled. 
Claims 1, 5, 12, 16-18, 20-22, 24, 25, and 27 have been amended. 

3. The rejection of claims 1-4, 9-12, 14, 15, 21, and 24 under 35 U.S.C. 103(a) as 
being unpatentable over Madduri (US Patent Number 6,567,830, filed on February 
12,1999) in view of Durst et al. (hereinafter Durst, "Ruby Annotation" W3C Working 
Draft from December 17, 1999, included in IDS) has been withdrawn due to 
amendments. 

4. The rejection of claims 5-7, 13, 16, 22-23, and 25-27 under 35 U.S.C. 103(a) as 
being unpatentable over Madduri (US Patent Number 6,567,830, filed on February 
12,1999) in view of Durst et al. (hereinafter Durst, "Ruby Annotation" W3C Working 
Draft from December 17, 1999, included in IDS) as applied to claims 1, 12, 21 and 24 
above, and further in view of Newbold et al. (hereinafter Newbold, US Patent Number 
5,576,955, issued on November 19, 1996) has been withdrawn due to amendments. 

5. The rejection of claims 8 and 17-20 under 35 U.S.C. 103(a) as being 
unpatentable over Madduri (US Patent Number 6,567,830, filed on February 12,1999) in 
view of Durst et al. (hereinafter Durst, "Ruby Annotation" W3C Working Draft from 
December 17, 1999, included in IDS) as applied to claims 1 above, and further in view 
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of Collins et al. (hereinafter Collins, US Patent Number 5,594,642, issued January 14, 
1997) has been withdrawn due to amendments. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 18-20 remain rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims are non-statutory because the 
interface in the claims is not tangibly embodied in a manner so as to be executable. 
Further, a collection of cells and buttons, per se, is an abstract idea, directed solely to 
non-functional descriptive material, which is also non-statutory. The phrase "A user 
interface for a computer system comprising..." is still directed to a user interface, which 
is a collection of cells and buttons, per se, an abstract idea, directed solely to non- 
functional descriptive material, which remains non-statutory. Specifying that the user 
interface is for a computer system does not change the interpretation of the preamble of 
these claims, which is still simply directed to a user interface. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

9. Claims 1-6, 9-16, 21, 22, 24, 25, and 27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Madduri (US Patent Number 6,567,830, filed on February 
12,1999) in view of Durst et al. (hereinafter Durst, "Ruby Annotation" W3C Working 
Draft from December 17, 1999, included in IDS) further in view of Newbold et al. 
(hereinafter Newbold, US Patent Number 5,576,955, issued on November 19, 1996). 

Regarding independent claim 1, Madduri discloses a method in which a first 
base text is selected from a document and displayed in a cell, which allows this first 
base text to be altered, the alteration being the text that appears in the cell (Figure 5 
and 6, column 5, lines 24-67, column 6, lines 30-49 and column 6, line 66-column 7, line 
12 of Madduri). Madduri also discloses that a user can add an annotation the base text 
(column 6, line 66-column 7, line 12 of Madduri). Madduri does not disclose a method 
in which the annotation is ruby text. However, Durst discloses that ruby text was a well- 
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known annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have combined the methods of Madduri with the teachings of Durst because it would 
have provided easy to find, short annotation in the immediate vicinity of content in 
publications. 

Neither Madduri nor Durst disclose a method in which the base text cell and ruby 
text cell are in a separate window than the working document. However, Newbold 
discloses a method in which the base text and annotation text are interfaced with in a 
separate window than the document, which causes a need for changing focus between 
the two windows in order to alter base text (Figures 5A and 5B and column 6, line 25- 
column 7, line 15 of Newbold). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the methods of Madduri and 
Durst with the method of Newbold because it would have allowed annotations to be 
viewed as a list and in turn handled collectively. 

Regarding dependent claim 2, Madduri discloses a method in which the 
annotation text can be edited (Figure 5 and 6, column 5, lines 24-67, column 6, lines 30- 
49 and column 6, line 66-column 7, line 12 of Madduri). 

Regarding dependent claims 3-4, Madduri disclosed a method in which the 
annotation text is added to the display of the document, which already contains the 
base text (Figure 5 and 6, column 5, lines 24-67, column 6, lines 30-49 and column 6, 
line 66-column 7, line 12 of Madduri). 
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Regarding dependent claims 5-6, neither Madduri nor Durst disclose a method 
in which the base text cell and ruby text cell are in a separate window than the working 
document. However, Newbold discloses a method in which the base text and 
annotation text are interfaced with in a separate window than the document, which 
causes a need for changing focus between the two windows in order to alter base text 
(Figures 5A and 5B and column 6, line 25-column 7, line 15 of Newbold). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri and Durst with the method of Newbold because 
it would have allowed annotations to be viewed as a list and in turn handled collectively. 

Regarding dependent claim 9, Madduri discloses a method in which the 
selection area may be adjusted around a more specific portion than originally (Figure 5 
and 6, column 5, lines 24-67, column 6, lines 30-49 and column 6, line 66-column 7, line 
12 of Madduri). 

Regarding dependent claims 10-11, Madduri discloses a method in which the 
working document is a text document comprising text (Figure 5 and 6 of Madduri). 

Regarding independent claim 12, Madduri discloses a method in which a first 
base text is selected from a document and displayed in a cell, and a second base text 
may also be selected and appear in a cell (Figure 5 and 6, column 5, lines 24-67, 
column 6, lines 30-49 and column 6, line 66-column 7, line 12 of Madduri). Madduri 
also discloses that a user can add an annotation the base texts (column 6, line 66- 
column 7, line 12 of Madduri). Madduri does not disclose a method in which the 
annotation is ruby text. However, Durst discloses that ruby text was a well-known 
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annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri with the teachings of Durst because it would 
have provided easy to find, short annotation in the immediate vicinity of content in 
publications. 

Neither Madduri nor Durst disclose a method in which the base text cell and ruby 
text cell are in a separate window than the working document. However, Newbold 
discloses a method in which the base text and annotation text are interfaced with in a 
separate window than the document, which causes a need for changing focus between 
the two windows in order to alter base text (Figures 5A and 5B and column 6, line 25- 
column 7, line 15 of Newbold). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the methods of Madduri and 
Durst with the method of Newbold because it would have allowed annotations to be 
viewed as a list and in turn handled collectively. 

Regarding dependent claim 13, neither Madduri nor Durst disclose a method in 
which the base text cells and ruby text cells are in a separate window than the working 
document. However, Newbold discloses a method in which the base text and 
annotation text are interfaced with in a separate window than the document, which 
causes a need for changing focus between the two windows in order to alter base text 
(Figures 5A and 5B and column 6, line 25-column 7, line 15 of Newbold). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
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have combined the methods of Madduri and Durst with the method of Newbold because 
it would have allowed annotations to be viewed as a list and in turn handled collectively. 

Regarding dependent claim 14, Madduri disclosed a method in which the 
annotation text is added to the display of the document, which already contains the 
base text (Figure 5 and 6, column 5, lines 24-67, column 6, lines 30-49 and column 6, 
line 66-column 7, line 12 of Madduri). 

Regarding dependent claim 15, Madduri discloses a method in which a first 
base text is selected from a document and displayed in a cell, and a second base text 
may also be selected and appear in a cell (Figure 5 and 6, column 5, lines 24-67, 
column 6, lines 30-49 and column 6, line 66-column 7, line 12 of Madduri). Madduri 
also discloses that a user can add an annotation the base texts (column 6, line 66- 
column 7, line 12 of Madduri). Madduri does not disclose a method in which the 
annotation is ruby text. However, Durst discloses that ruby text was a well-known 
annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri with the teachings of Durst because it would 
have provided easy to find, short annotation in the immediate vicinity of content in 
publications. 

Regarding dependent claim 16, Madduri discloses a method in which a first 
base text is selected from a document and displayed in a cell, and a second base text 
may also be selected and appear in a cell (Figure 5 and 6, column 5, lines 24-67, 
column 6, lines 30-49 and column 6, line 66-column 7, line 12 of Madduri). Madduri 
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also discloses that a user can add an annotation the base texts (column 6, line 66- 
column 7, line 12 of Madduri). Madduri does not disclose a method in which the 
annotation is ruby text. However, Durst discloses that ruby text was a well-known 
annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri with the teachings of Durst because it would 
have provided easy to find, short annotation in the immediate vicinity of content in 
publications. Neither Madduri nor Durst disclose a method in which the document is 
searched for all selected base text and all of the base text is display in cells. However, 
Newbold discloses a method in which all of the designated base text in a document is 
found and displayed in cells (Figures 5A and 5B and column 6, line 25-column 7, line 15 
of Newbold). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have combined the methods of Madduri and Durst with the 
method of Newbold because it would have allowed annotations to be viewed as a list 
and in turn handled collectively. 

Regarding independent claim 21, the claim incorporates substantially similar 
subject matter as claim 1 . Thus, the claim is rejected along the same rationale as claim 
1. 

Regarding dependent claim 22, neither Madduri nor Durst disclose a method in 
which the base text cell and ruby text cell are in a separate window than the working 
document. However, Newbold discloses a method in which the base text and 
annotation text are interfaced with in a separate window than the document, which 
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causes a need for changing focus between the two windows in order to alter base 
(Figures 5A and 5B and column 6, line 25-column 7, line 15 of Newbold). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri and Durst with the method of Newbold because 
it would have allowed annotations to be viewed as a list and in turn handled collectively. 

Regarding independent claim 24, the claim incorporates substantially similar 
subject matter as claim 1 . Thus, the claim is rejected along the same rationale as claim 
1. 

Regarding dependent claim 25, neither Madduri nor Durst disclose a method in 
which the base text cell and ruby text cell are in a separate window than the working" 
document. However, Newbold discloses a method in which the base text and 
annotation text are interfaced with in a separate window than the document, which 
causes a need for changing focus between the two windows in order to alter base text 
(Figures 5A and 5B and column 6, line 25-column 7, line 15 of Newbold). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri and Durst with the method of Newbold because 
it would have allowed annotations to be viewed as a list and in turn handled collectively. 

Regarding independent claim 27, Madduri discloses a method in which a first 
base text is selected from a document and displayed in a cell, which allows this first 
base text to be altered, the alteration being the text that appears in the cell (Figure 5 
and 6, column 5, lines 24-67, column 6, lines 30-49 and column 6, line 66-column 7, line 
12 of Madduri). Madduri also discloses that a user can add an annotation the base text 
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(column 6, line 66-column 7, line 12 of Madduri). Madduri does not disclose a method 
in which the annotation is ruby text. However, Durst discloses that ruby text was a well- 
known annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have combined the methods of Madduri with the teachings of Durst because it would 
have provided easy to find, short annotation in the immediate vicinity of content in 
publications. 

Neither Madduri nor Durst disclose a method in which the base text cell and ruby 
text cell are in a separate window than the working document. However, Newbold 
discloses a method in which the base text and annotation text are interfaced with in a 
separate window than the document, which causes a need for changing focus between 
the two windows in order to alter base text (Figures 5A and 5B and column 6, line 25- 
column 7, line 15 of Newbold). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the methods of Madduri and 
Durst with the method of Newbold because it would have allowed annotations to be 
viewed as a list and in turn handled collectively. 

10. Claims 8 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Madduri (US Patent Number 6,567,830, filed on February 12,1999) in view of Durst 
et al. (hereinafter Durst, "Ruby Annotation" W3C Working Draft from December 17, 
1999, included in IDS) further in view of Newbold et al. (hereinafter Newbold, US Patent 
Number 5,576,955, issued on November 19, 1996) as applied to claims 1 above, and 
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further in view of Collins et al. (hereinafter Collins, US Patent Number 5,594,642, issued 
January 14, 1997). . 

Regarding dependent claim 8, none of Madduri, Durst, or Newbold disclose a 
method in which it is determined whether or not an automatic ruby determination 
function is on or off. However, Collins discloses a method in which an automatic 
annotation function is used and is considered off if the program is in manual mode, on if 
it is in automatic mode (column 3, line 64-column 4, line 22 and column 5, line 10- 
column 6, line 42 of Collins). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the methods of Madduri, 
Durst, and Newbold with the method of Collins because it would have allowed the user 
the ability to choose between the more efficient automatic mode and the more 
customizable manual mode. 

Regarding independent claim 17, Madduri discloses a method in which a first 
base text is selected from a document and displayed in a cell (Figure 5 and 6, column 5, 
lines 24-67, column 6, lines 30-49 and column 6, line 66-column 7, line 12 of Madduri). 
Madduri also discloses that a user can add an annotation the base text (column 6, line 
66-column 7, line 12 of Madduri). Madduri does not disclose a method in which the 
annotation is ruby text. However, Durst discloses that ruby text was a well-known 
annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri with the teachings of Durst because it would 
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have provided easy to find, short annotation in the immediate vicinity of content in 
publications. 

None of Madduri, Durst, or Newbold disclose a method in which it is determined 
whether or not an automatic ruby determination function is on or off or parsing the text 
into individual words. However, Collins discloses a method in which an automatic 
annotation function is used and is considered off if the program is in manual mode, on if 
it is in automatic mode (column 3, line 64-column 4, line 22 and column 5, line 10- 
column 6, line 42 of Collins). Collins also discloses that the annotations may be found 
on a word-by-word basis as the document is parsed (column 5, line 10-column 6, line 42 
of Collins). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the methods of Madduri, Durst, and Newbold 
with the method of Collins because it would have allowed the user the ability to choose 
between the more efficient automatic mode and the more customizable manual mode. 

Regarding independent claim 18 and dependent claims 19 and 20, Madduri 
discloses a method in which a first base text is selected from a document and displayed 
in a cell (Figure 5 and 6, column 5, lines 24-67, column 6, lines 30-49 and column 6, line 
66-column 7, line 12 of Madduri). Madduri also discloses that a user can add an 
annotation the base text (column 6, line 66-column 7, line 12 of Madduri). Madduri does 
not disclose a method in which the annotation is ruby text. However, Durst discloses 
that ruby text was a well-known annotation type (pages 2-5, Section 1.1 "What is a 
Ruby?" of Durst). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have combined the methods of Madduri with the 
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teachings of Durst because it would have provided easy to find, short annotation in the 
immediate vicinity of content in publications. 

None of Madduri, Durst, or Newbold disclose a method in which it is determined 
whether or not an automatic ruby determination function is on or off or parsing the text 
into individual words. However, Collins discloses a method in which an automatic 
annotation function is used and is considered off if the program is in manual mode, on if 
it is in automatic mode (column 3, line 64-column 4, line 22 and column 5, line 10- 
column 6, line 42 of Collins). Collins also discloses that the annotations may be found 
on a word-by-word basis as the document is parsed (column 5, line 10-column 6, line 42 
of Collins). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the methods of Madduri, Durst, and Newbold 
with the method of Collins because it would have allowed the user the ability to choose 
between the more efficient automatic mode and the more customizable manual mode. 

Response to Arguments 

1 1 . Applicant's arguments filed 06/28/2005 have been fully considered but they are 
not persuasive. 

In regards to the applicant's arguments on pages 10-13, regarding the limitations 
of cancelled claim 7, which now exist in independent claimsl ,12,16,21, 24, and 27 
and the specific limitations of claim 16, the examiner contends that the current rejection 
of those claims and the previous rejection of the limitations in those claims both remain 
proper and thus stand. Newbold discloses a method in which multiple windows may be 
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used to edit the base text in a document (Figures 5A and 5B and column 6, line 25- 
column 7, line 15 of Newbold). For instance, the base text in a document may be 
selected in figure 5A. In order to edit the base text the user of the system proposed by 
Newbold would use the windowed area shown in Figure 5B could be thought of as the 
first window of the invention, which would inherently include changing focus due to the 
fact that user can not use a different window without changing focus. In figure 5B the 
base text is edited to what the user would like it to be and the base text and its 
corresponding annotation are displayed in the "Error List" shown in figure 5B, the cells 
being separated by the arrows. The user makes selections in figure 5A while 
proofreading the document, and the error list is generated based on the remarks and 
selections of the user (Figures 5A and 5B and column 6, line 25-column 7, line 15 of 
Newbold). Thus, the limitations of claim 7, which now exist in the dependent claims 
listed continue to be taught by the art referenced in the rejection, and the motivation for 
the combination is provided in the cited section of the Newbold reference. The 
examiner does however agree that the Newbold references annotation text is not 
explicitly cited as being "ruby text", however as stated in the original rejection of the 
independent claims and maintained in the new rejection, ruby text was a well-known 
annotation type (pages 2-5, Section 1.1 "What is a Ruby?" of Durst). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Madduri and Newbold with the teachings of Durst 
because it would have provided easy to find, short annotation in the immediate vicinity 
of content in publications. This motivation for this obvious combination is found in the 
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cited section of the Durst reference. To sum up the examiner's position on this matter, 
Madduri and Newbold disclose the use of annotation text in a way the corresponds with 
the claimed use of ruby text, while Durst provides proof that ruby text exists as a well 
known type of annotation text which provides an advantage over regular annotations, 
thus providing an obvious reason to combine the use of ruby text with the methods of 
Madduri and Newbold. 

Regarding the applicant's arguments on pages 13-15, regarding claims 8, and 
17-20 and the limitations incorporated with the automatic toggle function, the examiner 
contends that the current rejection of those claims is proper. Collins discloses a method 
in which it is determined whether or not an automatic translation (annotation) function is 
on or off, if it is on the translation function breaks the base text into individual words, 
which is inherently required to perform word-by-word translation, and the base text is 
annotated with the translated word, which would allow the user to look at both the 
translated annotation and the original word to determine if the user knew the translation 
to be improper (column 3, line 64-column 4, line 22 and column 5, line 10-column 6, line 
42 of Collins). Once again, the examiner does not contend that the translated 
annotation text is ruby text, however ruby text was a well-known annotation type (pages 
2-5, Section 1.1 "What is a Ruby?" of Durst). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have combined the 
methods of Madduri and Collins with the teachings of Durst because it would have 
provided easy to find, short annotation in the immediate vicinity of content in 



Application/Control Number: 10/054,545 Page 17 

Art Unit: 2178 

publications. This motivation for this obvious combination is found in the cited section of 
the Durst reference. Thus, the claims remain rejected as presented above. 

Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Campbell whose telephone number is (571) 
272-4133. The examiner can normally be reached on M-F (7:30 AM - 4:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

JDC 

September 9, 2005 
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